IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

GIBSON GUITAR CORP. ———
309 Plus Park Blvd.
Nashville, Tennessee 37217 o
3-18-2004
Petitioner U8 Patent & TMOfe/TM Mail Rept D, #76
V. Cancellation No. 92041175

i

J. D’ADDARIO & CO., INC.
595 Smith Street
Farmington, New York 11735

Trademark Registration
No. 2,554,111 for EXP Coated

Registrént

PETITIONER’S RESPONSES TO REGISTRANT’S FIRST REQUEST FOR
THE PRODUCTION OF DOCUMENTS
Petitioner Gibson Guitar Corp . (f‘Gibson’;)‘ object tc::.'this and all discovery
requests to the extent that it calls for inform_aﬁon protected byAthe attorney client
privilege or by the work product exception. ]
Gibson further objects to this and all discqvery requests to the e;ctent that it
places burdens upon plaintiffs that extend beyond thosé required under thé_ federal

rules of civil procedure.

Without waiving any general objectioh, Gibson responds as follows:

REQUESTS

1. All documents referring or relating to Registrant.




Response:  Given that in response to a similar request, Registrant objected as being
unduly burdensome, Gibson makes the same objection until the objection is
withdrawn by Registrant. Given that no documents have been produced by
Registrant, Gibson will produce no documents until Registrant has produced its
responsive doéument. Without waiving any genei‘al or spepiﬁc objection, Gibson will
prdduce r?sp'onsive an_d non-objectionable documents at a time and place to be agreed

upon by the parties.

2. - All documents referring or relating to Petitioners first use of
“EXPLQRER.”
Response:  Given that no documents have been produced by Registrant, Gibson will
produce no documents until Registrant has prbd-uced its responsive document.
Without waiving any general or specific objection, Gib'sqn will produce responsive and

non-objectionable documents at a time and place to be agreed upon by the parties.

3. All documents which refer or relate to the sales of all products and
| Se;c'vices displaying the “EXPLORER” mark is used. ‘

Response: Given that no documenfs have been produced by Registrant, Gibson will
produce no documents until Registrant has préduced its responsive document.
Without Waivirig any genéral or specific objection, Gibson will produce exemplary
responsive and non-objecfionable documents at a time and plaic:.e to be agreed upon by

the parties.




4. All documents sent to or received from the U.S. Patent and Trademark
Office regarding attempts to register any mark containing the term “explorer.”
Response: Given that no documents have been produced by Registrant, Gibson will
produce no documents until Registrant has produced its responsive document.
Without waiving any general or specific objection, Gibson will produce responsive and |

non-objectionable documents at a time and place to be agreed upon by the parties. '

5. All documents provided to or received from any expert withess.

Response: No expert witness has been retained.

6. All searches relating to the “EXPLORER” mark.
Response Given that no documents have been produced by Registrent, Gibson will
produce no documents until Reglstrant has produced its responsive docdﬁrent.
‘Without waiving any general or specific objection, Gibson will produce responsi_ve and

non-objectionable documents at a time and place to be agreed upon by the parties.

7. Al documente referring or relating to’ Petition;er’s -“EXPLORER”
trademark apphcatlon(s)
Response Given that no documents have been produced by Reg13trant Glbson will
produce no documents until ‘Registrant has produced its responsive document.
Without waiving any general or specific objection, Gibson will produce responsive and

non-objectionable documents at a time and place to be agreed upori by the parties.




8. All documeknts referring or relaﬁng to the selection of the “EXPLORER”
trademark by Petitioner.
Response: Given that no documenté have been produced by Registrant, Gibson will
produce no documents until Registrant has pro‘duced its responsive document.
Without waiving any general or gpecific objection, Gibson will produce responsive and

non—obje‘cf,tionable documents at a time and place to be agreed upon by the parties.

9. | All documents referring or felating to the decision to apply for
registration of the “EXPLORER” trademark by Registrant.
Response: Given that no documents have been produced by Registrant, Gibson will
produce no documents until Registrant has produced its responsive document.
Without waiving any éeneral or specific obiection, Gibson will préduce responsive and

non-objectionable documents at a time and place to be agreed upon by the parties.

10. Al document’s referring or r‘elaﬁn‘g to th1rd party users of any mark
containing the term “explorer.” |
Response: Given that no documents have been produced by Registrant, Gibson Wiil :
produce no documents until Registrant hés pi'oduceci its r_esponsive document..
Without waiving a;ny general ér specific objection, Gibson will produce responsive and

non-objectionablé documents at a time and place to be agreed upon by the parties.

11 All documents referring or relating to any allegation contained in the

Petition to Cancel.




Response:  Gibson objects to this request on the grounds that it is vaguo. Given that
no documents have been produced by Registrant, Gibson will produce no documents
until Registrant has produced its responsive document. Without waiving any general
or specific objection, Gibson will produce responsive and non-objectionable documents

at a time and place to be agreed upon by the parties.

12, All documents referring or relating to any trademark applications filed in
the United States to protect any trademark containi_ng the term “explorer.”
Resp_onse: Given that no documents have been Iprod-uce‘d by Registrant, Gibson will
produce no documen’és until Regisfrant has produced its responsive document.
Wlthout waiving any general or épeciﬁc objection, Gibson will produce r'esp'onsive énd

non-objectionable documents at a time and place to be agreed upon by the part1es

13. Al documents referring or relatmg to ony market studies, surveys,
“and/or evaluations for the mark “EXPLORER” in connection with musmal
instrumeots.
Response: Given that no documents have beon produced by Registrant, Gibson will
produce no documents until Registrant has produced its responsive document.
Without waiving any general or speciﬁo objection, Gibson will produce responsive and A

non-objectionable documents at a time and place to be agreed upon by the parties.

14. All documents referring or relating to Gibson’s “EXPLORER” guitar.




‘Response: Gibson objects to this request on the grounds that it is vague. Given that

no documents have been produced by Registrant, Gibson will produce no documents

until Registrant has produced its responsive document. Without waiving any general |

or specific objection, Gibson will produce exemplary r’eéponsive and non-objectionable
- documents at a time and place to be agreed upon by the parties.
i

" 15. All documents referring or relating to discussion of the term “explorer” or
mark EXPLORER in marketing and advertising By Petitioner.
Response:  Given that no documents have been-prdduced by Registrant, Gibson will |
produce no .d'ocuments until Registrant has produced its re‘sponSive document.
. Without waiving any general or specific objéction, Gibson will produce exemplary
responsive and non-objectionable documents at a time and place to be agreed upon by

the parties.

17. Al documents referring or relating to Petitioner’s first use of .'1.:he_ mark
“EXP.” |
Réspbnse: Given that no documents hr;lve been produced by Registrant, Gibson will
produce no documents until Registrant has produced its responsive ddcument.
Without waiving any général or specific objection, Gibson Wﬂl produce responsive and

non-objectionable documents at a time and place to be agreed upon by the parties.

18.  All documents which refer or relate to the sales of all products and

services with which the term “exp” or the mark EXP is used.




Reeponse: Given that no documents have been produced by Registrant, Gibson will
produce no documents until Registrant has produced its responsive document.
Without waiving any general or specific objection, Gibson will produce exemplary
responsive and non-objectionable documents at a time and place to be.agreed upon by
the parties.

19, All documents referring or relating to the meaning of the mark EXP or
the term “exp”‘ in connection with mus1cal instruments.
Response: Given that no documents have been produced by Reg1$trant? Gibson will
produce no documents unt11 Registrant has produced its responsive document.
Without waiving any general or spec:1ﬁc obJect1on Gr1bson will produce respons1ve and

non-objectionable documents at a time and place to be agreed upon by the part1es

20. All documents sent to or receiyed from the U.S. Patent andl' Trademark
Office- regardmg attempts to register any mark contaihing the term “exp.”
Response: Given that no documents have been produced by Reg1strant G1bson will
produce no documents until Registrant has produced its responsive document
Without waiving any general or spemﬁc obJectlon Gibson will produce responsive and

“non-objectionable documents at a time and place to be agreed upon by the parties.

91. All searches relating to the “EXP” mark.
Response: Given that no documents have been produced by Registrant, Gibson will

produce no documents until Registrant has produced. its responsive document.



Without waiving any genéral or specific objection, Gibson will produce responsive and

non-objectionable documents at a time and place to be agreed upon by the parties.

99 All documents referring or relating to any trademark application(s)
and/or registration(s) containing the term “exp” or the mark EXP.
Response: Given that no documents have been produced by Registrant, Gibson will
produce po documents until Registrant has pr'oduéed its- responsive document.
Without waiving any general of specific Objectidn, Gibson will produce respoﬁsive and

non-objectionable documents at a time and place to be agreed upon by the parties.

23 All documents referring or relating to the selection of the “EXP”

trademark by Petitioner.

Response: Given that né documents have been produced by Registrant, Gibson will
produce no documents until Registrant has produced its responsive docuniént. :
Without waiving any general or specific objection, Gibson will produce responsive and

non-objectionable documents at a time and place to be_, agreed upon by the parties.

24. Al dpcuments referring or relating to the decision to apply or not to
apply for a fegistration of the “EXP” trademark by Petitioner.
Response:  Given that nb documents have been produced by Registrant, Gibson will
produce no documents until Reéstrant has produced its_‘ responsive document.
Without waiving any general dr specific objection, Gibson will produce responsive and

non-objectionable documents at a time and place to be agreed upon by the parties.




95 All documents referring or relating to third party users of any mark
containing the term “exp.”
Response: Given that no documents have been produced by Registrant, Gibson will
produce no documents until Registrant has produced its responsive- document.
Without waiving any general or specific objection, Gibson will produce responsive and
nou-objedtionable documents at a time and place to be agreed upon by the pau'ties.
26. All documents referring or relating to any'tradema-rk applications filed
in the United States to protect any trademark containing j:he term “exp.”
‘Response: Given fhat no documents have been produced by Registrant, Gibeon will
produce no documents until Registrant has produced its respousive document.
Without waiving any general or specific objection, Gibson will produce responsive and

non-objectionable documents at a time and place to be agreed -upon by the parties.

97 All documents referring or relating. to any mﬁkeﬁ studies, surv.eys,
and/or evaluations for the mark “EXP” in connection with musical instruments.
Response:  Given vthat no documents have been produced by Registrant, Gibson will
produce no documents until Regmtrant has produced its responswe document.
‘Without waiving any general or specific objection, G1bson will produce responswe and '

non-objectionable documents at a time and place to be agreed upon by the parties.

98 All documents referring or relating to discussion of the term “exp” in

marketing and advertising by Petitioner.




Response: Given thatvno documents have been produced by Registrant, Gibson will
produce no documents until Registrant has produced its responsive document.
Without waiving any general or specific objection, Gibson will produce responsive and

non-objectionable documents at a time and place to be agreed upon by the parties.

99. Al documents referring or relating to Petitioner’s first use of the mark
¢
“EX.
' 'Response: Given that no documén_ts have been produced by Registrant, Gibson will
produce. ‘no documents until Registrant has produced its _responsive document.

Without waiving any general or specific objection, Gibson will produce responsive and

non-objectionable documents at a time and place to be agreed upon by the parties.

30.  All documents: which refer or relate to the sales of all products and
services with which the term “ex” and/or the mark EX is used.
Response:  Given that no documents have been produced by Reglstrant Gibson W111
produce 1o documents until Registrant has produced its responswe document.
Without waiving any general or spec1ﬁc ob]ectlon FG1bson will produce exemplary
responsive and non-obJectlonable documents at a time and place to be agreed updn by

the parties.

31.  All documents referring or relating to the meaning of the mark “EX” ot

the term “ex” in connection with musical instruments.




Response:  Given that no documents have been produced by Registrant, Gibson will
produce no documents until Registrant has produced its responsive document.
Without waiving any general or specific objection, Gibson will produce responsive and

non-objectionable documents at a time and place to be agreed upon by the parties.

32. All documents sent to or received from the U».S. Patent and Trademark

Office regarding attempts to register any mark containing the term “ex.”
Response: Given that no documents have been produéed by Registrant, Gibson will
.produce no documents until Registrant has produced its responsive document.

Without waiving any general or specific objection, Gibson will produce responsive and

non-objectionable documents at a time and place to be agreed upon by the parties.

33.  All searches relating to the “EX” mark.
Response:  Given that no documents have been produded by Registrarrt, Gibson will
~ produce no docu_.ments until Regiétrant has pr'oduced its reéporisive document.
Without waiving any general or speciﬁc objection, Gibsén will produce responsive an‘d-

non-objectionable documents at a time and place to be agreed upon by the parties.

34. All documents referring or relating to ahy trademark application(s)
and/or registration(s) containing the term “ex” or the mark EX.
Response: - Given that no documents have been produced by Registrant, Gibson will

produce no documents until Registrant has produced its responsive document.




Without waiving any general or specific objection, Gibson will produce responsive and

non-objectionable documents at a time and place to be agreed upon by the parties.

35, All documents referring or relating to the selection of the “EX”
trademark by Petitioner. |
.Response::. Given that no documents have been produced by Registrant, Gibson will
produce no documents until Registrant has produced its responsive document.
Without waiving any general or speciﬁc objection, Gibson will prodtice responsive and

non-objectionable documents at a time and place to be agreed upon by the parties.

36. All documents referring or relatmg to _thé 'decision to api)ly or not to
apply for é registration of the “EX” trademark by Petitio‘nér‘. |
Response: Given that no documents have been produced by Registrant, Gibson will
produce no documents until Registrant has produced its responsive document.

Without waiving any general or specific objection, Gibson will produce responsive and

non-objectionable documents at a time and place to be agreed upon by the parties.

37. All documents referring or relat_ingAto thﬁd party users of any mark
containing the term “ex.”
Resp_ onse: Gi{ren tha’g no documents have been produced by Registrént, Gibson will
produce no docﬁments’ until Régistrant has produced its'. responsive document. |
Without waiving any general or specific objection, Gibsqn will produce reéponsive and

non-objectionable documents at a time and place to be agreed upon by the parties.




38. All documents referring to any trademark applications ﬁled in the
United States to protect any trademark containing the term “ex.”
Response: Given that no documents have been pfoduced by Registrant, Gibson will
produce no documents until Registrant has produced its responsive document.
Without waiving any general or specific objection, Gibson will produce responsive and

non-objectionable documents at a time and place to be agreed upon by the parties.

39. Al do;:uments referring or relating to any market studies, surveys,
énd/or evaluations for the mark “EX” in connection with musical instruments.
Response:  Given that no documents have been produced by Registranf, Gibson will
produce no documénts until Registrant has pr'oduced' its responsive document.
Without waiving any general or specific objection, Gibson W1]l produce responsive and

non-objectionable documents at a time and place f;o.be agreed upon by the parties.

40. All documents referring or relating to discussion of the term “ex” in
marketing and advertisiﬁg by Petitioner. |
Response: Given that no documents havé‘been produced by Registrant, Gibson will
produce no documents until Régistrant has produced its responsive doéument.
Withoﬁt waiving any general or specific ijection, GibSOn‘ will prodﬁce exemplary
responsive and non-objéctionable documents at a time and plaée to be agreed 'upon by

the parties.




41,  All documents identified in Petitioner’s Answers to Registrant’s

Interrogatories.
Response:  Given that no documents have been produced by Registrant, Gibson will
produce no documents until Registrant has produced its responsive document.
Without waiving any general or speciﬁc objeotion, Gibson will produce responsive and
non-olojeotionable Yocuments at a time and place to be agreed upon by the parties.

42, All “documents and things referring or relating to any opposition,
cancellation proceeding or infringement actions involving the marks “EXPLORER”,
“EXP” .and/or “EX.” |
Response:  Given that no documents have been produced by Registrant, Gibson will
produce no documents until Registrant has produced its responsive document.
‘ Wlthout waiving any general or specific objection, Gibson will produce responsive and

non- obJectlonable documents at a time and place to be agreed upon by the part1es ‘

43. All search reports for the marks “EXPLORER’, “EXP” andlor “EX”
either alone or combined with other Words or phrases, and all documents referring or -
relating to such se_a_rch reports incln_ding any opinions relating thereto.

Response:  Given that no documents have- been prodﬁced by Registranf,, Gibson will
-produce no documents until Registrant has produced its responsive document.
Without waiving ansr general or specific objection, Gibson will b_rod_uce responsive and

non-obj_ectionab_le documents at a time and place to be agreed upon by the parties.




44. All documents and things re‘ferring or relating to any assighment,
hcenee, franchise or other agreement relating to Petitionet’s marks “EXPLORER”,
“BXP” and/or “EX”, either alone or combined.

Response: Given that no documents have been produced by Registrant, Gibson will
~produce no documents until Regietrant has produced its responsive document.
Without waiving any general or specific objection, Gibson will produce resoonsive and

i

non-objectionable documents at a time and place to be agreed upon by the parties.

45. All documents and things referring. or relating to the subject matter,
facts or circumstances as to each expe‘rt employed by Petitioner in connection with
this cencellacion or in connection with other oppositions, ce.ucellatioh proceedings
and/or infringement actions reiating to the marks “EXPLORER?, '“"EXP” and/or “EX”,
either alone or combined with other words and phrases. |

Response:  Gibson has yet to retain an expert in this matter.

46. A sample of each different product label package container, brochure,
price list, stationery, advert1sement article and promotional item referring to the
terms or. marks “EXPLORER”, “EXP” and/or “EX”, either alone or combined‘with
other words and phrases |
Response; Given that no documents have been produced by Registrant, Gibson will
produce no documents until Registrant hds produced 1ts responsive document

Without waiving any general or specific objection, Gibson will produce exemplary




responsive and non-objectionable documents at a time and place to be agreed upon by

the parties. ‘

47.  All marketing plans, marketing projections or other marketing, market
share or sales approach dbcuments relating to Petitioner’s products sold in connection
with which the terms or marks “EXPLORER”, “EXP” and/or “EX”, either alone or

i
combined with other words and phrases.
Response: Given that no documents have been produced by Registrant, Gibson will
produce no | documents until Registrant has produced its responsive document. §
Without waiving any general or specific objection, Gibson will produce responsive and

non-objectionable documents at a time and place to be agreed upon by the parties.

48. }All documgnts embodying or evidéncing or relating to any objections
that Petitioner has made or considered making to any pei‘soh or company relating to
the use Qf the terms or. marks “EXPLORER’, “EXP” and/br “BX”, eith;er alone -or
combined with other words and phrases.

Reéponse: Given that ﬂo documents have been produced by Registrgnt, Gibson will
produce no docm__nents until Registxalit ilas produéed its respbhsive docﬁment.
Without waiving any general or specific objection, Gibson will produce résponsive and

non-objectionable documents at a time and place to be agreed updn by the parties.

49. Each file history of Petitioner’s federal and state registrations and

pending applications for registration of the marks “EXP-LORER”, “EXP” and/or “EX”,



ecither alone or combined with other words and phrases, ‘and any correspondence

relating thereto.

Response: Given that no documents have been produced by Registrant, Gibson will

produce no documents until Registrant has produced its resporisive document.
Without waiving any general or specific objection, Gibson will produce responsive and
non-object,ionable documents at a time and place to be agreed upon by the parties.

50. All documents or corresﬁondence which relate to the ownership,
acquisition‘ or licensing of the ma;‘ks “EXPLORER”, “EXP” and/or “EX”, either alone
or combined with other words and phrases: | |
Response: Given that no documents have been produced b& Registrant, Gibson will
produce no documents until Regisfrant has produced its responsive document.

Without waiving any general or specific objection, Gibson will produce responsive and

non-objectionable documents at a time and, place to be agreed upon by the parties.

51, -Kach file history obtained by Petitioner .of any vfede-ral .01.' _state
registration or application for reéistratiOn of a mark -which usés the term
“EXPLORER”, “EXP” aridjor,“EX”, either élone or combined with other words and
'phrasés, and all cgriespondenée.relating thereto. |
Resp_ onse: Given that no documents have been produced by Registrant, Gibson will
produce no documents until Registrant ‘has produced its responsive  document.
Without waiving any general or specific objection, Gibson will iordduée respbnsiv_e and

non-objectionable documents at a time and place to be agreed upon by the parties.




52. Al documenfs which evidence or relafie to any survey that Petitioner has
conducted or engaged another to conduct relating to the terms or marks
“EXPLORER”, “EXP” and/or “EX”, either alone or combined with other words and
phrases.

Response: Given that no documents have been produced by Registrant, Gibson will
-produce no documents until Registrant has produced its responsive document.
Without W_éiving any general or specific objection, Gibson will produce responsive and

non-objectionable documents at a time and place to be agreed upon by the parties.

53. All documents. comprisipg writings, fecordings, and/or photographs
relating to any chart, summary or calculation that Petitioner reasonable expects to
move into evidence or introduce through testimony in this proceeding through F.R.
Evid. 1006. |

Response:  No such documents have bee anticipated.

Respectfully submitted,

Mward D. Lanquist, Jr.
Reg. No. 33,729 L
WADDEY & PATTERSON
414 Union Street, Suite 2020
Bank of America Plaza
Nashville, TN 37219

(615) 242-2400




Attorneys for Registrant

CERTIFICATE OF SERVICE

T hereby certify that a true and correct copy of the foregoing responses to
requests for the production of documents has been sent to:

Gerald T. Bodner, Esq.
Thomas A. O'Rourke, Esq. -
- Bodner & O'Rourke, LLP
4925 Broadhollow Road
Melville, New York 11747

by U.S. Mail- First Class, postage prepaid, this the / "(_ day of 'ﬁ'@ . 2003.

Edward D. Lanquist, Jr.
Reg. No. 33,729 '




